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C ra ig  S m ith  is a so licito r in the in tellectu al p ro p erty  section  o f  F reeh ills  in M elb ou rn e and ad vises clien ts on trade m ark  
and d om ain  nam e related  disputes.

A recent UDRP decision illustrates the 
bias in favour of trade mark owners 
who challenge the ownership of a 
domain name registration. In a recent 
decision, the failure by the domain 
name holder to use the domain name 
resulted in the Registrant losing its 
registration. A modified UDRP 
process will apply to Australian 
domain names later this year.
In a  recen t U n iform  D o m ain  N am e  
D ispute R esolu tion  P o lic y  (U D R P )1 
d ecisio n 2, the C o m p lain an t used  a 
JA C K  S P A D E  trade m ark  to  sell a 
ran ge o f  b ags in the U n ited  S tates. It 
institu ted  a U D R P  C o m p lain t to obtain  
ow n ersh ip  o f  the d om ain  n am e licen ce  
fo r ja ck sp a d e .co m . T h e o w n er o f  the  
ja c k s p a d e .c o m  dom ain  n am e lice n ce  
had ow ned the licen ce  fo r a lm o st three  
y ears  w ithout h aving m ad e use o f  it. It 
cla im ed  that it intended to use the  
d om ain  n am e for a w eb site  about card  
trick s. A t no stage had it sou gh t to sell 
the d om ain  nam e lice n c e  to the
C o m p lain an t, and there w as no
ev id en ce  to show  that the R eg istran t  
w as even  aw are o f  the C o m p lain an t.

UDRP grounds

U n d er the U D R P  p o licy  the  
C o m p lain an t had to estab lish  e ach  o f  
three grounds to su cceed :

1. that the dom ain n am e is id entical
o r con fu sin gly  sim ilar to the
C o m p lain an t’ s trad e m ark  (this  
w as straigh tfo rw ard );

2 . that the R eg istran t had no
legitim ate  in terest in the d om ain  

n am e (the R eg istran t had not m ade  
use o f  the dom ain n am e, n o r o f  any  
trad e m ark that w as sim ilar to the 
dom ain  n am e); and

3. that the R egistrant reg istered  a n d  
w as using the d om ain  n am e in bad  
faith 3.

“Bad faith”

T h e panel (com p risin g  o f  a single  
m em b er) in this d ecision  
ack n ow led ged  that the R e g istra n t’ s

co n d u ct did not fit squarely w ithin any  
o f  th e illustrations o f  b ad  faith  
reg istra tio n  that are set ou t in the  
U D R P  p o licy , but said  th at th ose  
illustrations w ere not in tend ed  to  be  
exh au stiv e . T h e panel found that, if  
the R eg istran t had con d u cted  a trad e  
m ark  search  at the tim e, it w ou ld  h ave  
d isco v e re d  the C o m p lain an t’ s p ending  
trad e m ark  ap p lication  (th e panel 
n oted  th at both parties w ere  U S  
co m p a n ie s). It said th at it w as  
th erefo re  approp riate  to find that the 
R eg istran t had co n stru ctiv e  n o tice  (ie  
reg ard less  o f  actu al k n o w led g e) o f  this  
trad e m ark  ap plication  and fo r this 
re a so n  co n clu d ed  that the reg istra tio n  
had b een  in  bad faith . W h ile  the resu lt 
is not u n p reced en ted , it is n everth eless  
extra o rd in a ry  and illustrates the  
flex ib le  ap p ro ach  that U D R P  panels  
often  ad op t in relation  to  this ground. 
T h e panel then w en t on  to find that the 
n on -u se o f  the d om ain  n am e o v e r a 
p eriod  o f  less than th ree years  
con stitu ted  use o f  the d om ain  n am e in 
bad faith. A gain , p revio u s U D R P  
panels h av e m ad e sim ilar findings, 
h o w ev er, it is far fro m  c le a r  that this 
w as in tend ed  und er the U D R P  p o licy  
w h ich  d oes not in clu de ‘n o n -u se ’ as 
one o f  the ex a m p le s  o f  b ad  faith  use.

Recommendations

T h e U D R P  p o licy  p resen tly  applies to 
.co m , .net, .o rg , .biz and .info d om ain  
n am e lice n ce s  (a m o n g  o th e rs ), but 
d oes not apply to  A u stralian  d om ain  
n am es. A  m odified  U D R P  p o licy  w ill 
be in trod u ced  fo r  A u stralian  d om ain  
n am es la ter this y e a r  (th at is , d om ain  
n am es en din g in .au , such as 
fre e h ills .c o m .a u )4. O ne im p ro v em en t  
that h as b een  m ad e to  the A ustralian  
p o licy  is th at a C o m p lain an t need  only  
establish  reg istration  o r  subsequent 
use in  b ad  faith. U D R P  p anels, such  as 

in the ab o v e  e x a m p le , h ave  often  
reso rted  to  quite artificia l findings o f  
bad faith in ord er to  find b ad  faith  at 
both  the tim e o f  reg istra tio n  and  
during the sub sequent u se o f  the 
d om ain  n am e.

W h ile  this w ill m ean  that care  should  
be taken in ap plying U D R P  precedents  
to establish  b ad  faith  under the new  
A u stralian  p o licy , dom ain  nam e  
ow ners are ad vised  to take d ecisions  
such as the ab ove exam p le into  
con sid eration  in ord er to  m inim ise the  
risk  o f  b ein g  found to have en gaged  in 
bad faith  u se o f  their dom ain n am e  
licen ce . A  b usiness registering a 
d om ain  n am e that it d oes not intend to  
im m ed iately  u se , and w hich  does not 
relate  to  a brand  p resently being used  
b y  it, should  co n sid er taking one or  
m o re o f  the fo llo w in g  steps:

1. re se a rch  w h ether the intended use  
is lik ely  to  infringe another  
p e rso n ’ s in tellectu al prop erty  
rights (a  d om ain  n am e registration  
is not a d efen ce  to such an 

allegatio n  and legal ad vice in this 
reg ard  m ay be n e ce ssa ry );

2 . d ocu m en t the reason s fo r  
reg isterin g  the d om ain  nam e and  
outline a b usiness plan  for its use;

3. apply to reg ister a corresp on d ing  
trad e m ark  fo r the good s or  
serv ices  that the trade m ark is 
intended  to be used fo r; and

4 . take steps to co m m e n ce  use o f  the  
d om ain  n am e as soon  as possible  
and, if  d elays are  inevitable, 
d ocu m en t the reason s for the 
delay.

1 UDRP is an administrative dispute 
resolution process that was introduced in 
1999 for certain generic top level domains 
(and has since been adopted for a number 
of country code top level domains) and 
allows a Complainant to obtain ownership 
of a domain name licence if it can establish 
certain criteria, including that the Registrant 
has no legitimate connection with the 
domain name and that it registered and used 
the domain name in ‘bad faith’.

2 Kate Spade, L L C  v D am istadter D esigns  
WIPO Case No. D 2001-1384 (3 January 
2002)
<http://arbiter. wipo. int/domains/decisions/h 
tm l/2001/d 2001 -13 84. html>.

3 UDRP policy paragraph 4(a).
4 <http://www.auda.org.au/policy/wg-dr- 

2001/>.
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